REMARKS 

Applicant respectfully requests consideration of the subject application. This 
Response is submitted in response to the Office Action mailed August 1 1., I'M*). Claims 
1-17. 39 and 20 are pending. Claims 1-17. 19 and 20 are rejected, (n this Amendment, 
claims i, 2, 5. 6, 10, 11. 13. 14, 1 5. 1? and 5 9 have been amended. No new matter has 
been added. 

Declaration! nvierTCKR § 1.132 
\pplieam submits herewith a declaration b\ !- \\ ilium Daughter!} under 37 
C'.F.R. § 1.131 to saiKf} the I \ammet"s remarks undei this heading. 

35 I S.C. <■ 101 Rejections 
Ihe I \aminci has rejected elam^ 1-17. 19 and 20 under 35 5 \S.C. ^ 10 j because 
the claimed imention is directed to non-st.Uutor> subject matter, \pphcant has amended 
these claims to overcome the rejection, and respectful!} requests withdrawal thereof. 

I .VC 1 02 and 103 Rejections 

Rejections of claim*, 1-10, 12, 17, 19. 20 under 35 I .S.C. $ 102(c) as being 
anticipated In or, in the alternative 35 I .S.C. § 103(a) as obvious over 
( hamberhun, ( I .S Patent Publication No.: 2003/208369. hereinafter 
"■Chamberlain"). 

The IXanuner has reteUed claims 1-10. 12. I" 7 . 1 1 >. 20 under "5 I .s.t . 102(e) 
a -* being anticipated bs or. in the aiiem<iti\e. ^5 I .St § 10 >{a) as ohs tous o\ei 
Chamberlain. 
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Applicant has submitted herewith a declaration by F. William Daugherty under 37 
C.F.R. 1.131. Specifically, the declaration states that the date of" invention ol the present 
patent application is before the effective date of Chamberlain. The declaration also states 
that the Applicant was diligent from the effective date of Chamberlain until the 
constructive reduction to practice by filing a provisional patent application. Applicant 
respectfully requests that the Examiner accepts the declaration into evidence to remove 
the Chamberlain reference as prior art. 

Applicant, accordingly, respectfully requests withdrawal of the rejections of 
claims 1-10, 12. I 7, 1 ( ), 20 under 35 U.S.C. § 102(e) as being anticipated by or. in the 
alternative, 35 U.S.C. § 103(a) as obvious over Chamberlain. 

Rejections of claims 1 1 and 13-16 under 35 U.S.C § 103(a) as being unpatentable 
over Chamberlain in view of Patterson, (V.S Patent Publication No.: 2003/0028608, 
hereinafter ** Patterson"). 

The Examiner has rejected claims 1 1 and 1 3-1 6 under 35 U.S.C. § 103(a) as being 
unpatentable over Chamberlain in view of Patterson, (U.S Patera Publication No.: 
2003/0028608. hereinafter "Patterson"' ). 

Chamberlain does not constitute prior art, as discussed under the previous 
heading. In addition, claims 11. S3- 16 depend from independent claim 1 and should 
therefore be allowable for at least the same reasons as claim i. 

Applicant, accordingly, respectfully requests withdrawal of the rejections of 
claims 11, 1.3-16 under 35 U.S.C. § 103(a) as being unpatentable over Chamberlain in 
view of Pat terson. 
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Rejections of claims 1- JO, 12. 17, 19, 20 under 35 l\S.C. g 103(a) as bring 
unpatentable o\er Strandberg, <l .S Patent No.: 6,333,243, hereinafter 
"Strandberg"). 



fho 1 vimmer Iwsioitxted eVrr-l-iO 12 17.10 20 under I T S < * ^ Hll^o 
a- bung unpatentable o\et Sn and buy \ppheam iub,mts that thesi. daims die 
patentable o\ei 'ssiundben 1 

Sttandbu" \ot Reliant 

1 he claims lejeued h\ the ! \j'rtmci die i elated to advei ti^ement that ate ->ened 
on i Woihl \\ ide \\ eb site and usei \JeUabie options fui tmtha mlormation 
Mtandbetu. b\ comtast, Joes not appea 1 " to lekued to ad\ euisetrents 1 ei exampk, 
column > lines / to ):>, ivtuud to 1<\ the I ^anuiiei. siatv as lolk>\\s 

( >/r <. \o>)q\e of the irifni hi it ton i>n>\ uh / w/ uv 1(4 (tu huk v a 
i onifuh > <x in-} offnii Jato to <teu(e a H c ^-po^e I'k wlohi! OkVo u n 1 1 
1 (4 unmm, is (hi Jido altos'- (he douipittfi 1/6 w/< /< ( a the (nteith't- 
H at* J U nk iJ eh to /,'-<. 'it si Juki \u\u / /- twe/ /<; ///£ /e/ IV 
(hi, Juki n> ttitPi.it 1 1) >(,\p<»\h to i'm, Juki wni h\ (hi, Juki 114 on J 

Jtsphn s a /< w t niL>> hue huwJ •>,( the- Juki lies Juki is 'i piulh a fhpe>' 

le\t Muikv} ! unnkai'i (III \fl ' file rlun >\ wfe>p>ikii h\ //><. aa'a 
terminal 10. 

\\ hat the alxne section i elates to ^ rolhn^> moie th n uyulat Internet 
communication utdj/mt: li 1 ML 

1 he I \ammu has aho Kiutul to column \ Hks ?4-^1 v^lreh slate as fo]k>\\s 

Uk <kif<t enir\ fields a.u Jt o^ned ;<> i hi. ir responses /<} s/s for 
>o,ioi i)u!!u>}< from flu it><ft<it mo pj>(a \ us is » til hum /// iht ott S»i.h 
t<.qtie-.t\ uw 'thlt'ik (In tnquii in^ pat c '> mink fokp ! ><on tvunbei 
ihUn'sy. itianoit in(<u o>ath>>< ( !l e (titot motion the inquu tiig put t\ a<.\iu<< 
«Xi»in s itiio pattkt'hif (irw/wti'i of o>i\ oihet ihfoi motion 

'"><.' ft'l fot wk^ctidoi t'Uti kettiii> phi 
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This section appears to relate to regular Internet, standard for tillable fields. Tins 
section therefore thus does not relate io advertisrnenis and user selectable options lor 
pro siding associated i nformat ion . 

in Strand-berg, column 3. lines 28-36 state as follows: 

"The present invention features an electronic chat session distribution 
system 100. FIG, I, for providing a real-time electronic chat session 
between an inquiring party and as least one agent at the request of the 
inquiring party, who enters an electronic chat session request at a data 
terminal 1(1 The data terminal 10 which is locat ed at a first location, such 
as a user's residence, place of business, or public location (e.g., a mall), is 
used for entering and transmitting data over a first data path 14. " 
What this section states is thai Strandherg relates to c hat sessions. Chat sessions 

such as provided by Internet Relay Chat (IRC) (See column 2, lines 22-23) requires 

different com.nHinicat.iorj techniques than the present invention. Applicant therefore 

submits, with respect, thai Strand berg's chat sessions are not relevant for the present 

invention that relates to serving of an advertisement and receiving a user selection for 

further information, and that one of ordinary skill in the art would not look to Strandherg 

for purposes of the invention as claimed. 

in summary, therefore, Stranberg is not relevant for an obviousness determination 

of the present, invention because the Examiner has not established that Strandherg relates 

to anything more than HTML Internet communication, data entry and chat session 

communications. 

The Examiner states as follows; 

"Each of the plural tillable fields of Strandherg 's interface is taken io 
represent a "selectable " option " 

it appears that the Examiner is eqt.iat.ing the entry of data in a field by a user in 
Strand berg to selection of an option, for information delivery. Strandherg does not 
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disclose an extra step of collecting user information. As such. Strandberg discloses either 
selection of an option or collection of user information, not both. 

Referring to Figure 3 of the present application, it ean be seen that a user selection 
is received following the 12 and, as a separate process, user information is received at 
332. The personalized email sent at 352 utilizes the user information received at 332 and 
is due to selection made by the user at 3 12. 

Claim 1 now includes two separate operations, one for receiving user information 
associated with a selectable option, and another for receiving an indication of a user 
selection of one of a plurality of selectable options. There are thus two processes in 
claim 1, Claim 1 thus includes at least one i imitation that is not suggested by Strandberg, 
(It should be noted that a method claim is not limited to the sequence of steps claimed, 
absent, evidence to the contrary) 

Claim 1 can therefore not be obvious in view of Strandberg because Strandberg 
fails to disclose or suggest at least one process in claim 1 . Claims 2-10, 12 depend from 
claim 1 and should be allowable for at least the same reasons as claim 1. Claim 17 has 
been amended to have limitations that are similar to the limitations of claim 1 . Claim 19 
and 20 depend from claim. 17 and should be allowable for at least the same reasons as 
claim 1 7. 

I mpermissibl e Hindsi. ght 

In 1 °8*->, s\h)Kt \\vnkmg at ( 1 R\. I ins Beineis-S ee uneuled a neiwotk-hased 
implementation ol the h\ peue\t concept \ ,,>otcsnul tinning rvmt foi du \\ orld \\ idc 
\\ vb began with the introduction oi the Mosaic we i bumsei m 1^ a giaphk bjowser 
de\ eloped h\ a team at the National ( entei k>i Snpeit-omputrng \ppheatu>ns at thu 
i 'mseisirv ol lllmoss at 1 ihana Campaign, led r n Man, Vndiees^n As noted in the 
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attached declaration of l>aniel ! ossner. the present invention was conceived on or before 
\ugust 3). 20D0. roughK seven vearsaltci the introduction of the Mosaie web browser, 
i he Ntt-andbesg rcierenee was first ened in an < mice Action on August 2^. 200". rough!} 
an additional seven v ears after the date of invention, ! hercforc. no ( xaminer at the 
United StaUs Patent and ! rademark Offiee believed that oik of oidinat} skill in the art 
would re!} on the Strandberg reference !o render she present invention (or a time period 
thai was an additional !00°o the lite of the graphic Internet as measured from the 
introduction ol the Mosaic weh biowser up to the date oi invention, i he bxamimng 
Di\ icon's own reluctance to reh on Strandberg for an extended period of time thus 
hen es as ev idenee thai the present invention is not oN uats over Strandberg, 1 he 
Examiners reliance on Strandberg on Auuuot 23. 2007 is excessive 1} based on twenty - 
twenty hindsight and is based on the Examiner's knowledge of the state of the art in 
2007. 

The Examiner's position that the present invention is obvious over Strandberg has 
grown stronger in recent years up to the Offiee Action dated January .12. 2009. It 
therefore appears that the Examiner is relying even more heavily on twenty-twenty 
hindsight in the Examiner's belief that the invention is obvious as time goes by. 

35 U.S.C. § 103(a) states as follows: 

"...though the invention is nut identically disclosed or described as set 
forth in section 102 of this title, if the differences between (he subject 
matter sought to be patented and the prior art are such that the. subject 
matter as a whole would have been obvious at the time tin: invention \ras 
made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. " (Emphasis added) 

Applicant submits that the Examiner is reiving on impermissible hindsight in the 
Examiner's belief that the invention is obvious because the Examiner is relying on the 



Examiner's own knowledge at the elate of an Office Action instead of the time that the 
invention was made, and that the Examiner's position is bung impermissibly exacerbated 
as time goes by. Applicant submits that the Examiner's rejections of" the claims based on 
Strandberg are improper. 

for these reasons, applicant resptutfulk requests withdrawal of tbx rejections of 
d;\tm$ 1-10. 12. 3 7. 10. 20 under 35 I .S C. < : 103(a) as being unpatentable oxer 
Strandberg. 

The E mi miner also rejected claims U. 13-U> under 35 I S C. $ k)3ai) as being 
unpatentable o\er Siranhen* in \iew ot Patterson, fhese claims depend from claim 1 
and should be allowable for at least the same reasons as claim I. Applicant, uncording!} . 
rcspeetiulK requests withdrawal of the rejections of claims 1 ]. 13-16 under 35 1 .S.C < 
1 03(a) as being unpatentable over Strandberg, 
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Applicants respeetiulh submit that the present application is in condition for 
allowance. 11 tJie iXarmner belie\c;> a telephone eonieiencc would expedite or assist in 
the allowance of the present application, the i\aminer is imited 10 eail Stephen M He 
Klerk at (650) 798-0300. 

Please charge any shortages and credit any overages to Deposit Account No. 10- 
3 140. Any necessary extension of time for response not already requested is hereby 
requested. Please charge any corresponding fee to Deposit Account No. 19-3140. 

Respectfully submitted. 

SONNENSCHLSN NAT H & ROSENTHAL LLP 



Dale: December 0 S 2000 Stsplun \t. Dc KUrk 

Stephen M. De Klerk. 
Reg. No, 46.503 

P.O. Box 061 080 

Waeker Drive Station, Willis "l ower 
Chicago. Illinois 60606-1080 
65O-7VK-03OO 
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